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/Jason C. Huang, Reg, No. 46,222/ 
Jason C. Huang 



REPLY BRIEF 



Applicants submit this Reply Brief to the Board of Patent Appeals and 
Interferences in response to Examiner's Answer mailed on March 19, 2008. While 
Applicants' maintain each of the arguments submitted in Applicants' previously 
submitted Appeal Brief, Applicants make the following further arguments in light of 
the Examiner's Answer. 
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ARGUMENTS 

1. The Examiner erred in rejecting claims 1, 5, 9, 12, 47, 50, 69 and 70 
under 35 USC §1 03(a) as being unpatentable over Haby, in view of Pietras. 

In the Examiner's Answer, the Examiner argues that there are "no limitations 
in the claims to exclude the definition of the elements.... In fact dies (54,55) and arms 
(25,26) in Haby meet the definitions of jaws and gripping members/clamps as defined 
by the instant application." Pietras is only utilized to show actuators that are spindles. 

The Examiner's response to the Appellant's argument fails to adequately 
address each limitation of the claims. Claim 1 requires that the "second actuator ... 
causefs] the first and second gripping members to engage the tubular." However, 
cylinders (23, 24) do not cause the two jaws (25, 26) to engage the tubular. The 
engagement is performed by the dies (54, 55). These cylinders (23, 24) only apply a 
rotational force after the tubular has already been engaged by the dies (54, 55). 
Therefore, withdrawal of the rejection is respectfully requested. 

2. The Examiner erred in rejecting claims 59-67, and 72 under 35 
U.S.C. §1 03(a) as being unpatentable over Hauk in view of Haby. 

In the Examiner's Answer, the Examiner argues that it would have been 
obvious to modify the invention of Hauk with the independently movable jaws as 
taught by Haby for fine adjustment enhancing the operation by tightly gripping the 
tubular. 

The Examiner's response to the Appellant's argument continues to be in error. 
Hauk discloses spinning the nut 50 using the handle H to move shank 41 to the 
desired setting. In this respect, the Hauk discloses using nut to engage the tubular. 
Haby discloses moving the gripping dies (54, 55) into engagement with the tubular. 
Both references merely teach using one actuator to engage the tubular. Neither 
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reference discloses or suggests using a second actuator to apply an additional 
gripping to the tubular after the tubular is already gripped. Therefore, the Examiner 
has simply committed impermissible hindsight by using the Appellants' invention as a 
guide when looking at the prior art. For these reasons, the combination of Hauk and 
Haby does not render pending claims 59-67 and 72 obvious. 

Based on the foregoing, Appellants respectfully submit the combination of 
Hauk with Haby is improper and does not render the claims obvious. Withdrawal of 
the rejection is therefore respectfully requested. 

CONCLUSION 

In conclusion, the cited references do not teach, show or suggest all of the 
limitations of the present claims. Accordingly, Appellants respectfully request 
withdrawal of the rejection of the claims. 

Respectfully submitted, 

/Jason C. Huang, Reg. No. 46,222/ 

Jason C. Huang 
Registration No. 46,222 
Patterson & Sheridan, L.L.P. 
3040 Post Oak Blvd. Suite 1500 
Houston, TX 77056 
Telephone: (713)623-4844 
Facsimile: (713)623-4846 
Attorney for Applicants 
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